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Period for Reply ^.."-.-."w-uw.. u„ uib t^uver aneei wnn me corresponaence aaaress - 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. ~ \o) rnuwi 

' lZ"^^"^^^^^n^rZ^^,*^ available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely tiled 
after SIX (6) MONTHS from the mailing date of this communication. ciymeu 

■ !l wn ntri^ \Z ?J"^ ""^'"'"^■r ^^l^ "''''y "^y"' ^ '^P'y ''^^ ^'^""'"y ■^i"™"'" of thirty (30) days will be considered timely 

status 

1)^ Responsive to communication(s) filed on 06 August 2001 . 
2a)n This action is FINAL 2b)KI This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

Closed in accordance with the practice under Ex parte Quayle, 1 935 C. D. 11 , 453 O.G. 21 3. 
Disposition of Claims 

4) ^ Claim(s) 1-18 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) KI Claim(s) is/are rejected. 

?)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)D accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

1 1) 0 The proposed drawing correction filed on is: a)^ approved b)^ disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)nAII b)n Some*c)n None of: 

1. n Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 1 7 2(a)) 
* See the attached detailed Office action for a list of the certified copies not received. 

14) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) U Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 

1) □ Notice of References Cited (PTO-892) 4) Q interview Sumrrary (PTO-413) Paper No(s) 

2 □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-lslT ' 

3) U Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) □ Other: 
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DETAILED ACTION 
Continued Examination Under 37 CFR LI 14 
A request for continued examination under 37 CFR 1. 1 14, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1 . 1 14, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR L 1 14. Applicant's submission filed on 8/6/01 
has been entered. 

Response to Arguments 
Applicant's arguments filed 8/6/01 have been ftiUy considered but they are not 
persuasive. 

Claim Rejections - 35 USC § 112 
Claims 1-18 are rejected under 35 U.S.C. 1 12, first paragraph, as containing 
subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. This is a new matter 
rejection. 

Claims 1 and 10 have been amended to recite "sequentially generating" and 
"sequentially generates," respectively. Basis is stated to be on page 1, line 22. It is not 
agreed that this portion of the specification supports the claims as amended. This portion 
of the specification is describing Figure 2. Figure 2 is disclosed as background 
information to the invention. That is, what is known and conventional. The disclosure 
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of applicant's invention does not specifically contemplate nor mention any "sequential" 
embodiments. It is not disclosed as a preferred embodiment. 

Claim Rejections - 35 USC §102 

Claims 1-18 are rejected under 35 U.S.C. 102(b) as being anticipated by Shalon et 
al. ( Genome Research . July 1996). 

This rejection is maintained for reasons of record. 
Applicant's arguments are not persuasive. Reference to Brown et al. (U.S. 
Patent No. 5,807,522) is proper in that it is establishing a fact concerning the Shalon et al. 
reference; namely, that the optical crosstalk referred to by Shalon et al. is considered by 
them as being caused by overlapping dye emission spectra. 

Again, applicant's claims are not limited to particular correction factors or 
crosstalk-correction data. Applicant provides no reasoning as to why Shalon' s 
experimentally determined coefficients do not meet the limitation of a correction factor. 

Applicant argues that the claims require "sequential excitation." This is not what 
the claims recite. They recite "sequentially generating a dye image." To the degree that 
the images won't be completed simultaneously, Shalon et al. can be considered to meet 
the limitation of sequentially generating a dye image because one would be completed 
first followed by completion of the second. 

Applicant's arguments concerning the detector arrangement of Shalon et al. is not 
persuasive as none of the claims possess particular limitations with respect to the 
detector. 

Claims 1-18 are rejected under 35 U.S.C, 102(b) as being anticipated by Trulson 
et al. (U.S. Patent No, 5,578,832). 



Application/Control Number: Page 3 

Art Unit: 1631 

Tmlson et al. discloses correcting data with overlapping dye emission spectra in 
microarray analysis. Glass slides and fluorescent dyes are particularly disclosed. The 
microarray is scanned sequentially for each dye to produce dye images. The images are 
deconvoluted using ratios of brightness. The data is normalized. See abstract; column 4, 
lines 43 and 67; column 5, lines 18-40; columns 22-26 (particularly column 22, lines 45- 
57; and column 25, lines 28-47). While the reference does not explicitly refer to 
calibration dye spots using a single pure dye, it is reasonable to infer that single pure dye 
spots were used for calibration as such dye spots appear to have been routine in the art at 
the time of the invention. (See at least Schermer et al., U.S. Patent No. 6,075,613, at 
column 2, lines 20-50.) 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over of 
Brown et al. (U.S. Patent No. 5,807,522) and Shalon et al. in view of Trulson et al. (U.S. 
Patent No. 5,578,832). 

Trulson et al. is applied as above. 

Shalon et al. is applied as before. 

Brown et al. is applied as before and discloses a method and system for scanning 
microarrays using two-color fluorescent detection and correcting optical cross talk due to 
overlapping emission spectra. (See columns 16-17.) 
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Neither Shalon et al. nor Brown et al disclose scanning the microarray multiple 
times to make sequential dye images. However, the disclosure of Trulson et al. makes 
clear that one of ordinary skill in the art would have known and been motivated to scan 
sequentially to correct cross talk due to overlapping emission spectra. 

Conclusion 

No claim is allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marianne P. Allen whose telephone number is 703-308- 
0666. The examiner can normally be reached on Monday-Friday, 9:00 am - 3:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Woodward can be reached on 703-308-4028. The fax phone 
numbers for the organization where this application or proceeding is assigned are 703- 
308-3014 for regular communications and 703-308-3014 for After Final communications. 



Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 
1123. 

Marianne P. Allen 
Primary Examiner 
Art Unit 1631 

mpa 

October 19, 2001 



